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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) D Responsive to communication(s) filed on . 

2a)Q This action is FINAL. 2b)[X] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) S Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-10 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

1 2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102/103 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-10 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over WO 97/45259 issued to Carroll. 

When viewing the claimed invention the limitations drawn to test results, i.e. a 
hydrostatic head of at least 60cm..., are being considered as product by process limitations. 
Accordingly, section 2113 of the MPEP, some of which is reproduced below, dictates the 
manner in which the claims have been examined. Since the product can only be understood by 
finding the results of certain claimed characteristics, which are the result of tests, the burden of 
proof to overcome any rejection must be shifted to the applicant. 

"The Patent Office bears a lesser burden of proof in making out a case of prima facie 
obviousness for product-by-process claims because of their peculiar nature" than when a product 
is claimed in the conventional fashion. In re Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 
(CCPA 1974). Once the examiner provides a rationale tending to show that the claimed product 
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appears to be the same or similar to that of the prior art, although produced by a different 
process, the burden shifts to applicant to come forward with evidence establishing an unobvious 
difference between the claimed product and the prior art product. In re Marosi, 710 F.2d 798, 
802, 218 USPQ 289, 292 (Fed. Cir. 1983). 

"[E]ven though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a product does 
not depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process." In re Thorpe, 111 F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985). 

The MPEP further states that the structure implied by the process steps should be 
considered when assessing the patentability of product-by-process claims over the prior art, 
especially where the product can only be defined by the process steps by which the product is 
made, or where the manufacturing process steps (in this case test results) would be expected to 
impart distinctive structural characteristics to the final product. See, e.g., In re Garnero, 412 F.2d 
276, 279, 162 USPQ 221, 223 (CCPA 1979). 

Carroll discloses the same materials that applicant has indicated are used as the film 
coated fibrous non-woven composite sheet. In as much, the teachings of Carroll provide all that 
is claimed in the instant application. In the alternative, it would have been obvious to have 
provided the material that meets the required test characteristics since applicant has not provided 
any most favorable product for use as the composite sheet or provided any proof that one of the 
many possible products is required to make the invention operable. 
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n [T]he lack of physical description in a product-by-process claim makes determination of 
the patentability of the claim more difficult, since in spite of the fact that the claim may recite 
only process limitations, it is the patentability of the product claimed and not of the recited 
process steps which must be established. We are therefore of the opinion that when the prior art 
discloses a product which reasonably appears to be either identical with or only slightly different 
than a product claimed in a product-by-process claim, a rejection based alternatively on either 
section 102 or section 103 of the statute is eminently fair and acceptable. As a practical matter, 
the Patent Office is not equipped to manufacture products by the myriad of processes put before 
it and then obtain prior art products and make physical comparisons therewith." In re Brown, 
459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972). 

Carroll discloses an absorbent article having an absorbent core, a topsheet, and a 
backsheet wherein the backsheet is formed from a moisture vapor permeable, substantially liquid 
impermeable composite sheet material (p. 5, lines 1 1-14) having a peel strength of at least 
0. lN/cm and moisture vapor transmission rate of at least 1000g/m 2 /24hr (p. 2, lines 29, 3 1) 
substantially free of pinholes (p. 6, line 20) such that substantially no liquid passes through the 
sheet when tested according to the liquid seepage test (p. 12, line 34) and preventing passage of 
microbes when tested according to ISO 1 1607 standard for sterile packaging materials (p. 13, 
lines 27-28); the composite sheet material comprising two fibrous nonwoven polymer (p. 7, lines 
31-32 and p. 8, lines 17-20) web substrates (fig. 2: 14, 16) bonded (p. 7, line 10; p. 15, lines 28- 
38 to p. 16, lines 1-24) to moisture vapor permeable (MVP) thermoplastic film (p. 8, lines 27-30) 
said film comprising one or multiple layers wherein each of the film layers comprises different 
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thermoplastic polymer compositions (p. 5, lines 17-19, 21) as is well known in the composite 
sheet art (p. 10, line 34). 

Carroll further discloses the fibrous substrates may be carded web (p. 15, line 23) of 
compatible and incompatible fibers (p. 14, line 1 to p. 15, lines 1-21) held together by a binder in 
order to bind the fibers in the web into a low-linting strong matrix, such material known in the 
art as powder-bonded carded web (PBCW) and commercially available from HDK Industries, 
Inc. having an office at 304 Arcadia Drive, Greenville S.C. 29609. 

Carroll discloses all that is claimed in the instant application and clearly contemplates 
diverse constructions and orientations of the fibrous webs and film layers (p. 33, lines 1 1-24) but 
does not expressly disclose abutting the two fibrous webs to each other. However, to have 
abutted the two fibrous webs to each other rather than sandwiching the film layer in order to 
impart a softer more fabric-like texture to the outer cover of the diaper would have been obvious 
to one having ordinary skill in the art at the time the invention was made since it has been held 
that rearranging parts of an invention involves only routine skill in the art. In re Japikse, 86 
USPQ 70. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ginger T Chapman whose telephone number is (571) 272-4934. 
The examiner can normally be reached on Monday through Friday 8:30 a.m. to 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Schwartz can be reached on (571) 272-4390. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Ginger Chapman 
Examiner, Art Unit 3761 




Larry I.Schwartz 
Supervisory Patent Examiner 
Group 3700 



